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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 30 March 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) [3 Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
ajlEI All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. (3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

(D 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to. this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-8, drawn to a method of producing colored carrier particle. 

Group II, claim(s) 9 and 10-12, drawn to an organic colorant and using of it. 

Group III, claim(s) 13 and 14, drawn to a method of producing colored carrier 
particle and its product. 

The inventions listed as Groups I - III do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the derivative of the 
organic colorant D(S02NHE)y does not correspond to the invention set forth in Groups I 
and II. 

During a telephone conversation with Mr. Joseph Suhadolnik on 12/06/2006 a 
provisional election was made with traverse to prosecute the invention of I, claims 1-8. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 9-14 withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as 
being drawn to a non-elected invention. 
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Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

(2) 

Claim Rejections ■ 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The term "weakly" in claim 8 is a relative term which renders the claim indefinite. 
The term "weakly" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. Appropriate correction is 
required. 

(3) 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 6,280,51 1 B1 to Schaedeli et al. 

* 

Regarding claims 1 and 3 . Schaedeli et al. disclose a process to prepare a 
pigmented microbead (col. Lines 7-13). The microbead is added into a solution 
comprising pigment precursors followed by precipitation of the pigment precursors 
thereon (col.28, lines 10-14). A suitable Broensted acid is then contacted with the 
microbead to convert thepigment precursors into pigment (col. 29, line 55-57). 

Regarding claim 5 . Schaedeli et al. disclose that the precipitation takes place 
when a liquid, which is insoluble to pigment precursors (col. 28, lines 26-33), is added 
into carrier system. 

Regarding claims 6 and 7 . Schaedeli et al. disclose that pigment precursor has a 
formula A(B)x, A is a residue of a colorant of anthraquinone.azo, quinacridone, 
quinophthalone and like. B can be selected from the following group and such as (col. 5, 
line 1 - col. 7, line 15) 
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R T mi E E each represent, mdepeoden% from one 
ane-thcr, * hydroico atom; C a -C J4 &lkyi; or 
C^-C^alcyi wMdi is ki&mif ted fey oae or isaoise than 
oia® axypsi aie-aa, suHnr atom or |C^^ a iilllPjrl]^i^p'i 
rurtheinKire repceseiaft C^^i^ 3 ^ C^-C^aMnyl; 
C4-C 12 «ycIoalkyti Q-^Cii^^atoEryl; or phenyl as 
wel as bipienyl which is unsjiibs&tated or ^siitutei 
by C 3 -C^alkyi Ci-C^also'^, a hafag?en atom* cyano m 

Rg, R I0 and R u eacli represent,, iiwfepceteitfiy from one 
anoffei; a bytogwi atom; 

x is an integer from 1 to 8 (col. 5, line 1- col. 26, line 17). 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



Claims 1-4 and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
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U.S. Patent 6,533,857 B1 to Schmid et al. 

Regarding claims 1 and 8 , Schmid et al. disclose a method of producing an effect 
pigment (col. 9, lines 63-col. 10, line 10). 

1) A carrier (the substrate) is dispersed in a solvent; 

2) A colorant (alkali metal silicate) added into the dispersion while adding acid 
into the dispersion to keep pH constant; and 

3) Colorant is deposited on the carrier. 

Regarding claim 2 , Schmid et al. disclose that silicon dioxide is coated on a 
substrate carrier (col. 3, line 32) 

Regarding claims 3 and 4 , Schmid et al. disclose that the suitable carrier is 
selected from steel, copper, brass, bronzes and aluminum flake (col. 2, lines 7-11). 

(5) 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Such prior art is listed on PTO-892 C-E. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shuangyi Abu-Ali whose telephone number is 571-272- 
6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SA 




